
UNITED STATES DISTRICT COURT
MIDDLE DISTRICT OF FLORIDA

JACKSONVILLE DIVISION

PARKERVISION, INC., )
)

Plaintiff, )
)

v. ) Case No. 3:15-cv-1477-J-39JRK
)

APPLE INC., et al., )
)

Defendants. )
)

PARKERVISION, INC.’S OBJECTIONS
TO THE JUNE 5, 2019 ORDER (DOC. 141) ON ITS

MOTION FOR LEAVE TO FILE THIRD AMENDED COMPLAINT
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ParkerVision’s Amended Complaint and Second Amended Complaint both seek

judgment that Qualcomm has “contributorily infringed, and/or induced infringement of

one or more claims” of ’528 Patent. Qualcomm’s respective Answers responded by

denying ParkerVision was entitled to such a judgment—Qualcomm never moved to

dismiss these contributory and inducement allegations for failure to adequately state a

claim.

But in mid-November 2018, 34 months after Qualcomm answered ParkerVision’s

Amended Complaint seeking judgment of inducement and contributory infringement,

Qualcomm objected to ParkerVision’s infringement contentions concerning inducement

and contributory infringement as “untimely” and “new.” Although ParkerVision quickly

met and conferred with Qualcomm, the parties were unable to resolve Qualcomm’s

objections to ParkerVision’s infringement contentions and agreed during the

meet-and-confer that the issue could best be resolved with an opposed motion for leave to

amend ParkerVision’s complaint.

Accordingly, to remove any doubt that inducement and contributory infringement

previously were pled adequately and part of this case—and to remove the need for motion

practice concerning Qualcomm’s objections to ParkerVision’s infringement contentions—

on November 28, 2018, ParkerVision filed its motion for leave to file a Third Amended

Complaint. (Doc. 131). ParkerVision’s proposed Third Amended Complaint expanded on

and added details concerning the allegations in its earlier amended complaints seeking

judgment of inducement and contributory infringement.

On June 5, 2019, Magistrate Judge Klindt issued an order denying ParkerVision’s

motion to amend. (Doc. 141; the “Order”). ParkerVision respectfully submits that the
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Order is erroneous and objects under Fed. R. Civ. P. 72 to the Order’s denial of

ParkerVision’s motion to amend and the Order’s underlying findings.

As discussed below, there is good cause for allowing ParkerVision to amend its

complaint to clarify ParkerVision’s earlier allegations in light of Qualcomm’s objections

to ParkerVision’s infringement contentions. Moreover, a further amendment will not

prejudice Qualcomm: even absent ParkerVision’s earlier explicit allegations, Qualcomm

indisputably has known of ParkerVision’s inducement and contributory allegations since

at least November 2018; Qualcomm has not yet taken any fact or expert discovery in this

lawsuit (no interrogatories, no document requests, no depositions, and no expert reports)

other than a claim construction interrogatory served in connection with the claim

construction briefing completed last year; and there is no set deadline for the completion

of fact or expert discovery.

I. ParkerVision’s motion to amend was supported by good cause and made
without undue delay.

ParkerVision needed to show good cause to amend its complaint after the

Scheduling Order’s October 3, 2017 deadline. Fed. R. Civ. P. 16(b)(4); S. Grouts &

Mortars, Inc. v. 3M Co., 575 F.3d 1235, 1241 (11th Cir. 2009). To show good cause, a

party must demonstrate that “the schedule cannot ‘be met despite the diligence of the party

seeking the extension.’” Sosa v. Airprint Systems, Inc., 133 F.3d 1417, 1418 (11th Cir.

1998) (quoting Fed. R. Civ. P. 16 advisory committee’s note). Once a movant

demonstrates good cause, “Rule 15(a) requires that leave to amend should ‘be freely given

when justice so requires.’” Arianas v. LVNV Funding LLC, 307 F.R.D. 615, 617 (M.D.

Fla. 2015) (quoting Foman v. Davis, 371 U.S. 178, 182 (1962)). The Supreme Court has

emphasized that “this mandate is to be heeded.” Foman, 371 U.S. at 182 (emphasis added).
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“‘[U]nless there is a substantial reason to deny leave to amend, the discretion of the district

court is not broad enough to permit denial.’” Burger King Corp. v. Weaver, 169 F.3d 1310,

1319 (11th Cir. 1999) (quoting Dussouy v. Gulf Coast Inv. Corp., 660 F.2d 594, 598 (5th

Cir. 1981)).

The Order determines that “ParkerVision cannot establish good cause [and] has

unduly delayed in seeking amendment.” (Doc. 141 at 4). This determination is apparently

based on an unstated assumption that ParkerVision could have investigated and pled

contributory infringement and inducement claims before the October 3, 2017 deadline for

amending pleadings. (Doc. 141 at 4).

The Order misapprehends the purpose of ParkerVision’s motion, which explicitly

was not to plead contributory infringement and inducement for the first time, but rather

to respond to and render moot Qualcomm’s November 2018 objections. (See, e.g., Doc.

131 at 1). To the contrary, the amended complaints indisputably explicitly already

requested a judgment that “Defendants have infringed, contributorily infringed, and/or

induced infringement of one or more claims of the . . . ’528 Patent.” (Doc. 3 at 26

(emphasis added); Doc. 121 at 6). The Order does not acknowledge or address these earlier

allegations and expressly declined to decide whether the earlier amended complaints in fact

sought a judgment of contributory infringement or inducement. (E.g., Doc. 141 at 3, n.1).

The Order likewise does not address that, to the extent Defendants contend that the

First or Second Amended Complaints did not adequately state a claim for inducement or

contributory infringement (as opposed to at least generally seeking judgment of

inducement and contributory infringement), then Defendants did not move to dismiss for
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failure to state a claim under Federal Rule of Civil Procedure 12(b)(6) or for a more definite

statement under Rule 12(e).

Instead, in mid-November 2018, Qualcomm objected that ParkerVision’s

infringement contentions concerning inducement and contributory infringement were

“untimely” and “new”—34 months after Qualcomm answered ParkerVision’s amended

complaint.

It was this objection and the subsequent meet-and-confer that was the reason for

ParkerVision seeking a leave to amend—not to assert inducement and contributory

infringement for the first time, but to remove any doubt concerning the sufficiency of

ParkerVision’s pleadings and avoid unnecessary motion practice concerning Qualcomm’s

objections. (See, e.g., Doc. 131 at 1, 13-14). Timely addressing, resolving, and mooting

Qualcomm’s objections to avoid unnecessary motion practice provides good cause for

ParkerVision’s proposed Third Amended Complaint. See, e.g., Auto-Owners Ins. Co. v.

Ace Elec. Serv., 648 F. Supp. 2d 1371, 1377–78 (M.D. Fla. 2009) (granting plaintiff’s leave

to file a third-party complaint for judicial expediency).

And ParkerVision’s motion to amend was timely. Although Qualcomm answered

ParkerVision’s allegation that “Defendants have infringed, contributorily infringed, and/or

induced infringement of one or more claims of the . . . ’528 Patent” on December 16, 2015

(Doc. 3 at 26), Qualcomm waited until mid-November 2018 to object that inducement and

contributory infringement were not properly in this case. Once Qualcomm raised the issue,

ParkerVision quickly conferred with Qualcomm, and then filed the motion for leave to file

a third amended complaint within a few weeks of Qualcomm’s objection to the

infringement contentions.
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To show good cause, a party must demonstrate that “the schedule cannot ‘be met

despite the diligence of the party seeking the extension.’” Sosa, 133 F.3d at 1418 (internal

citation omitted). Here, ParkerVision could not have sought leave to file the present

amendment addressing Qualcomm’s objections prior to the October 3, 2017 deadline

because Qualcomm did not raise those objections until more than a year after that deadline.

There is therefore good cause for the Court to grant ParkerVision leave to file its proposed

amended complaint, and such leave should be given “freely.” Arianas, 307 F.R.D. at 617.

II. Allowing ParkerVision’s proposed amended complaint will not prejudice
Defendants.

The Order’s determination that ParkerVision’s proposed amendment “at this stage

in the litigation would prejudice Defendants, who have been proceeding on a theory of

direct infringement of the patent at issue for almost the entire (if not entire) course of this

litigation” (Doc. 141 at 4) overlooks the history and present status of this litigation. Indeed,

Qualcomm—the only defendant to oppose ParkerVision’s motion to amend—never

argued, much less proved, that it would be prejudiced because it has been proceeding under

a theory of direct infringement. (See, e.g., Doc. 133 at 20).

Qualcomm’s only alleged “prejudice” was that it would have to defend itself

against contributory and inducement claims if ParkerVision is allowed to proceed with

such claims. (Doc. 133 at 20). But this purported prejudice has nothing to do with the

proposed amendment or its timing. Like every defendant facing an asserted claim,

Qualcomm would need to do this exact same thing regardless of when the claims were

asserted in this case. Put another way, Qualcomm would not have done anything

differently in this case had ParkerVision described its indirect infringement claims in more

detail earlier. Qualcomm has not argued otherwise.
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To the contrary, allowing the amendment would not prejudice Defendants. Even if

they chose to ignore the explicit assertions of contributory infringement and inducement in

ParkerVision’s December 2015 amended complaint, they have indisputably known of

ParkerVision’s contributory and inducement allegations since Qualcomm’s November

2018 objections. They did not “waste” any discovery in the interim because they did not

take any; even now, no Defendant has taken any fact or expert discovery in this lawsuit (no

interrogatories, no document requests, no depositions, and no expert reports) other than a

claim construction interrogatory served in connection with the claim construction briefing

completed last year, which would not be affected by the amendment.

Moreover, there is still time to take discovery on these claims if Defendants so wish.

There presently are no fact or expert discovery deadlines set in this case, and no trial has

been scheduled. And, on December 17, 2018 (after ParkerVision filed its motion to

amend), the parties jointly filed a motion for leave to file a revised proposed schedule after

the Court issues its claim construction ruling, stating that “an alternative schedule is

necessary.” (Doc. 135 at 1).

III. Apple’s summary judgment motion confirms that contributory infringement
and inducement are already in this case.

Finally, the Order also erred in its interpretation of the import of Apple’s motion

for summary judgment (Doc. 109) on ParkerVision’s contributory infringement and

inducement claims. Apple’s summary judgment motion did not cause ParkerVision to seek

to amend to add these claims; rather, Apple’s summary judgment motion confirms that,

with or without the amendment, these claims were already in the case. This is because

Apple’s summary judgment motion necessarily is predicated on ParkerVision being able

to prove that Qualcomm contributed to and induced Apple’s own direct infringement (as
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well as Apple’s erroneous position that if ParkerVision is able to prove that Apple is a

direct infringer, then ParkerVision necessarily also has proven that Qualcomm is liable for

contributing to and inducing Apple’s direct infringement).

If indirect infringement (inducement and contributory infringement) were not part

of this case, then ParkerVision would only have direct infringement claims against each of

Qualcomm and Apple. In other words, ParkerVision’s claims against Apple would be

limited to Apple’s own direct infringing acts (e.g., Apple’s U.S. sales, offers to sell, uses

and importations of infringing Apple products) while ParkerVision’s claims against

Qualcomm would be limited to Qualcomm’s own direct infringing acts (e.g., Qualcomm’s

own U.S. sales, offers to sell, uses and importations of its infringing products). Absent a

yet undisclosed joint action or agency between Defendants, these two sets of acts and the

attending liability would not overlap. Thus, proceeding only under direct infringement

theories, ParkerVision could prove that Apple has committed infringing acts yet fail to

prove that Qualcomm has committed its own infringing acts (and vice versa).

Qualcomm could only be liable for Apple’s acts of direct infringement as an

indirect infringer. But Apple’s summary judgment is based on its assertion that Apple and

Qualcomm are equally liable for Apple’s alleged direct infringement (e.g., Apple’s U.S.

sales and importation of infringing Apple products).1 In Apple’s own words,

1 Even with inducement and contributory infringement in this case, Apple’s motion should
be denied for the reasons set forth in ParkerVision’s opposition (Doc. 122), including
Apple’s unfounded assumption that if Apple is shown to have infringed, then Qualcomm
is necessarily liable for Apple’s infringement, thus making Apple superfluous to this case.
This is not true because indirect infringement requires proof of additional elements not
required to prove direct infringement. Thus, and ParkerVision could potentially prove that
Apple directly infringes but fail to prove that Qualcomm contributed to or induced that
direct infringement. For example, ParkerVision might prove that Apple’s U.S. sales
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“ParkerVision has no claims against Apple that ParkerVision does not also have against

Qualcomm.” (Doc. 109 at 1). Thus, Apple’s motion tacitly concedes that Qualcomm is an

accused indirect infringer.

IV. Conclusion

For these reasons, ParkerVision respectfully requests the Court to modify the June

5, 2019 Order and grant ParkerVision’s motion for leave to file the Third Amended

Complaint.

[Signature block on following page.]

directly infringe without being able to establish that Qualcomm is indirectly liable for those
Apple infringing sales.
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Dated: June 19, 2019 SMITH HULSEY & BUSEY

By /s/ John R. Thomas
Stephen D. Busey
John R. Thomas

Florida Bar Number 117790
Florida Bar Number 77107
One Independent Drive, Suite 3300
Jacksonville, Florida 32202
Tel: (904) 359-7700
Facsimile: (904) 359-7708
busey@smithhulsey.com
jthomas@smithhulsey.com

MINTZ, LEVIN, COHN, FERRIS,
GLOVSKY AND POPEO PC

Michael T. Renaud (Mass BBO No. 629783)
James M. Wodarski (Mass BBO No. 627036)
Michael J. McNamara (Mass BBO No. 665885)
Samuel F. Davenport (Mass BBO No. 636957)
Daniel B. Weinger (Mass BBO No. 681770)
Kristina R. Cary (Mass BBO No. 688759)
One Financial Center
Boston, MA 02111
Tel: (617) 542-6000
Facsimile: (617) 542-2241
MTRenaud@mintz.com
JWodarski@mintz.com
MMcNamara@mintz.com
SFDavenport@mintz.com
DBWeinger@mintz.com
KRCary@mintz.com

Attorneys for ParkerVision, Inc.
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CERTIFICATE OF SERVICE

I certify that on June 19, 2019, I electronically filed the foregoing with the Clerk of

Court by using the CM/ECF system. I further certify that I mailed the foregoing document

and the notice of electronic filing by first-class mail to the following non-CM/ECF

participants: none.

/s/ John R. Thomas
Attorney
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